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7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) D Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070824 



Application/Control Number: 10/057,016 Page 2 

Art Unit: 2161 

Response to Amendment 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 19, 
2007 has been entered. 

Claims 1-30 are pending for examination, claims 1,12, and 20 have been 
amended, and claim 31 has been canceled. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-11 and 20-30, are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

As to claims 1 and 20, it is unclear what does the claimed "at least one annual 
growth rate selected" (i.e., Does it refer to the selected annual growth rate of salary? Or 
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inflation? Or others?) Furthermore, the only place of the instant specification that 
specifies the aging of salary is at the section [0035], which merely referred to the 
parameters in a control information table as: "The default gross percent parameter 
specifies the default value used in calculating aged wages for reports" or "The wage 
expire days parameter discloses the maximum number of days allowed for wage data 
before it is considered to expire", wherein, there parameters are not related to the 
claimed "at least one annual growth rate selected" as from Fig. 2. Therefore, based on 
the discussion above, these claims are deemed to be unclear. 

As to claims 2-1 1 and 21-30, these claims have the same defects of their base 
claims, hence are rejected for the same reason. 

Because the ambiguous nature of instant invention, the following art rejections 
are to the best as the examiner ascertain. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6,741 ,993 issued to Zitaner et al. (hereinafter referred as '993) in view 



Application/Control Number: 1 0/057,01 6 Page 4 

Art Unit: 2161 

of U.S. Patent No. 6,401 ,079 issued to Kahn et al. (hereinafter referred as '079) and 
further in view of U.S. Patent No. 6,249,770 issued to Erwin et al. (hereinafter referred 
as 770). 

As to claims 1,12 and 20, the '993 patent discloses a system for providing 
survey data from members of a survey group via an Internet [e.g., Abstract, Fig. (s) 1-4], 
comprising: 

a) a database for storing salary data [e.g., the unit 10, Fig. 1]; 

b) a server [e.g., the Reward Workbench (60), Fig. 1] providing access to the 
Internet, wherein the server configured to: 

establishing a salary survey service [e.g., col. 5, lines 12-18, Fig. 2 and 
associated texts] and accepting salary data to the salary survey service [e.g., the 1 st 
step of Fig. 3 wherein the row data elements including participant's and salary data at 
shown in Fig. 4] ; 

receiving designations from the participants indicating the particular 
participants to be includes in a survey group, wherein the designation includes 
geographical information [e.g., col. 6, lines 23-65]; 

storing the salary data received from the at least a portion of the 
participants in the database [e. g., the 4 th step of Fig. 3]; 

grouping the plurality of participants into survey group by the portion of the 
plurality of participants [e.g., the 2 nd step of Fig. 3]; 
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generating a salary report for participants of the survey group using the 
stored data provided by the participants of the survey group [e.g., col. 6, lines 23- 
33] 

providing access to the salary survey via the internet [e.g., Abstract, lines 
8-10, the Data Network, Fig. 2]. 

The '993 patent did not specifically disclose aging salary data selected for at 
least a portion of stored salary data; 

However, the '079 patent disclosed the claimed features "aging salary data 
selected for at least a portion of stored salary data" [e.g., the effective date, expiration 
date attributes of the Pay Scales table 435, the Pay Rate Types (430), etc. Fig(s). 4(b), 
10(c) and associated texts]. 

The '993 and '079 patents are both in the same endeavor for efficiently reporting 
survey salary information via graphical interactive user interface [e.g., the Web unit 50, 
Fig. 2 of '993, the Fig(s). 18a - 18c of '079], thus, with the teachings of '993 and '079 in 
front of him/her, it would have been obvious for an ordinary skilled person in the art at 
the time the invention was made to be motivated to modify the salary information of '993 
system with aging attributes as taught by '079 patent, because by doing so, the 
combined system will be upgraded to provide more details information for the pay scale 
survey and calculation. 
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The combination of '993 and '079 did not specifically disclose utilizing at least 
one annual growth rate entered at the time of generating said report. 

However, '770 patent disclosed the step to utilize at least one annual growth rate 
entered at the time of generating said report [e.g., col. 1 1 , line 48 - col. 12, line 20, Fig. 
23]. 

The combination of '993, '079 and '770 patents are in the same endeavor for 
efficiently reporting survey salary information [e.g., the Web unit 50, Fig. 2 of '993, the 
Fig(s). 18a - 18c of '079, Fig. 23 of 770], hence, with the teachings of '993, '079 and 
'770 in front of him/her, it would have been obvious for an ordinary skilled person in the 
art at the time the invention was made to be motivated to modify the salary reporting 
information of the combined '993 and '079 system with the annual growth rate data as 
taught by '079 patent, because by doing so, the combined system will be upgraded to 
utilizing at least one annual growth rate entered at the time of generating to forecast a 
more accurate aged pay scale survey report with the annual growth rate details. 

As to claims 2, 13 and 21 , except all the features recited in claim s 1 , 12 and 20, 
the combined system of '993, '079 and '770 patents further discloses that the survey are 
group by at least one of the business organization or others [e.g., '993: col. 1 , lines 14- 
22]. 
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As to claims 3-6, 14-16 and 22-25, except all the features recited in claims 1,12 
and 20, the combined system of '993 '079 and '770 patents further discloses that the 
members including individuals, companies, trade associations, contributor and 
subscriber [e.g., '993: col. 1 , lines 26-35]. 

As to claims 7-8 and 26-27, except all the features recited in claims 1, 12 and 20, 
the combined system of '993 '079 and '770 patents further discloses that the server is 
further configured to receive designations of the members to be included in the survey 
group and parameters to defining information to be presented by the survey [e.g., '993: 
the first three steps of Fig. 3; Figure 4 and associated texts]. 

As to claims 9-10, 17-18 and 28-29, except all the features recited in claims 1,12 
and 20, the combined system of '993 '079 and 770 patents further discloses that the 
server is configured to provide access to the plurality members of the survey group 
[e.g., '993: the units 30, 32, 34, 36, Fig. 1]. 

As to claims 11,19 and 30, except all the features recited in claims 1 , 12 and 20, 
the combined system of '993 '079 and '770 patents further discloses that the salary data 
is related to job positions [e.g., '993: the Job_code, Position fields, Fig. 4]. 
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Response to Arguments 

Applicant's arguments filed on July 19, 2007 have been fully considered but they 
are not persuasive. 

In summary, applicant's mainly argued that the combination of '993, '079 and 
770 references do not specifically disclosed "aging at lest a portion of said salary data 
utilizing at least one annual growth rate selected at the time of generating said report for 
at least a portion of said stored salary data." 

In reply to the above arguments, the examiner first points out that the claimed 
subject matters are under 35 U.S.C. 112, second paragraph rejections as recited above. 
Thus, USPTO personnel are to give claims their broadest reasonable interpretation in 
light of the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 
1023, 1027-28 (Fed. Cir. 1997). 

In addition, the examiner directs applicant's attention to the following excerpts 
from prior art: 

For example, '993 disclosed a competitive rewards benchmarking system and 
method [e.g., Title, Abstract, Fig(s). 1-4 and associated texts ] which comprising the 
following descriptions: 

"Rewards workbench 60 provides members with a comprehensive analytic tool 
operable to access data contained in the competitive rewards database 
subsystem. The rewards workbench is preferably operable to: query prevalence 
of reward practices and plan provisions, compare member reward values to 
specific comparator groups, develop market reference data from the competitive 
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rewards database, model and develop base pay structure, analyze cost 
implications, conduct data mining analyses on member's own data, and generate 
other custom real-time analyses on the competitive rewards database. The 
generation of various reports and analysis based on competitive rewards 
database information is well within the scope of those skilled in the art ." 
"In a preferred embodiment, the rewards workbench provides for the 
formatting and export of formatted member data for submission to surveys . This 
information can be automatically transmitted to a third party HRMS. See FIG. 
1 , reference number 80." 

"Rewards workbench 60, advantageously provides direct access to a robust 
data source to conduct a wide range of sophisticated analyses. This improves 
efficiency of survey submission process by leveraging initial benchmark 
matching and validation efforts (using the data capture tool). Rewards 
workbench 60 also allows electronic feed of competitive rewards data to other 
specialized human resources systems ." (col. 6, lines 23 -49) 
As set forth above, '993 disclosed all the claimed subject matter, except it did not 

specifically disclose aging salary data selected for at least a portion of stored salary 

data; 

However, the '079 patent disclosed the claimed features "aging salary data 
selected for at least a portion of stored salary data" [e.g., the effective date, expiration 
date attributes of the Pay Scales table 435, the Pay Rate Types (430), etc. Fig(s). 4(b), 
10(c) and associated texts]. 
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Moreover, the 777 invention specifically disclosed the step to utilize at least one 
annual growth rate entered at the time of generating said report [e.g., col. 1 1 , line 48 - 
col. 12, line 20, Fig. 23]. 

Since the '993, '079 and 777 are in the same endeavor for efficiently reporting 
survey salary information [e.g., the Web unit 50, Fig. 2 of ,'993, the Fig(s). 18a - 18c of 
'079, Fig. 23 of 770], hence, with the teachings of '993, '079 and 770 in front of 
him/her, in contrary to applicant's arguments, it would have been obvious for an 
ordinary skilled person in the art at the time the invention was made to be motivated to 
modify the salary reporting information of the combined '993 and '079 system with the 
annual growth rate data as taught by '079 patent, because by doing so, the combined 
system will be upgraded to utilizing at least one annual growth rate entered at the time 
of generating to forecast a more accurate aged pay scale survey report with the annual 
growth rate details and the combination of these inventions are deemed to be a 
successful one. 

Because applicant does not clearly point out the patentable novelty which he or 
she thinks the claims present in view of the state of the art disclosed by the 
references cited or the objections made. Further, they do not show how the 
amendments avoid such references or objections. The examiner concludes that 
the prior art on record read on the claimed features. 
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Conclusion 

To expedite the process of re-examination, the examiner requests that all future 
correspondences in regard to overcoming prior art rejections or other issues (e.g. 35 
U.S.C. 1 12) set forth by the Examiner prior to the office action, that applicant should 
provide and link to the most specific page and line numbers of the disclosure where 
best support is found (see 35 U.S.C. 132). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan Y. Chen whose telephone number is 571-272- 
4016. The examiner can normally be reached on Monday - Friday from 7:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mofiz APu can be reached on 571-272-4080. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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